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A CHANGING ROLE FOR THE MARKMAN
HEARING: IN LIGHT OF FESTO IX,

MARKMAN HEARINGS COULD BECOME
M-F-G HEARINGS WHICH ARE LONGER,

MORE COMPLEX AND RIPE FOR APPEAL

MICHAEL A. O'SHEAt

I. INTRODUCTION

Eight years ago, in Markman v. Westview Instruments, Inc.,1 the
United States Supreme Court held that claim construction was a mat-
ter of law for a judge, not a jury, to decide. 2 Although the Supreme
Court did not mandate how or when a judge was to make this determi-
nation, the Markman Hearing - a pre-trial proceeding focused en-
tirely on claim construction - quickly became common practice in
district courts throughout the United States.

The significance of Markman to patent litigation cannot be under-
estimated. The most hotly contested issue in virtually every patent
litigation - claim construction - was removed from the jury and
given to the judge. The "certainty" desired by the Supreme Court min-
imized the risk that a jury would misconstrue the claims, but also
shifted the balance so significantly that the judge's Markman Hearing
decision can effectively determine the outcome of the trial before it has
even begun.3

To be sure, problems remain in the post-Markman world. For ex-
ample, (1) a high reversal rate of claim construction decisions by the
Court of Appeals for the Federal Circuit results in uncertainty even
after trial, (2) litigating patents continues to be expensive, and
(3) court resources are routinely wasted by empanelling juries only to
re-try the same case in the future.

t Partner, Clifford Chance US LLP. The author works in the firm's intellectual
property group in the Washington, DC office and can be reached at michael.o'shea@clif
fordchance.com. He would like to express his appreciation to Jin-Suk Park for his assis-
tance with this article.

1. 517 U.S. 370 (1996).
2. Markman v. Westview Instruments, Inc., 517 U.S. 370, 372, 390-91 (1996)

("Markman I").
3. See Markman II, 517 U.S. at 390 ("Finally, we see the importance of uniformity

in the treatment of a given patent as an independent reason to allocate all issues of
construction to the court .... Otherwise, a 'zone of uncertainty which enterprise and
experimentation may enter only at the risk of infringement claims would discourage
invention only a little less than unequivocal foreclosure of the field .... '") (citations
omitted).
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In Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki, Co., Ltd
("Festo IX"), 4 the United States Court of Appeals for the Federal Cir-
cuit ruled that prosecution history estoppel, like claim construction, is
solely for the judge to decide. Interestingly, the Festo IX decision may
have created an opportunity to use Markman Hearings to solve many
of today's problems in patent litigation. Specifically, a district court
judge can now decide all questions of law in a single hearing and allow
a common interlocutory appeal of these adjudicated issues to proceed
to the Federal Circuit. Then, after the Federal Circuit has ruled on
the questions of law, a focused jury trial can be conducted, after which
only limited issues would be appealable. Such a new procedure would
increase certainty, decrease cost and maximize judicial resources.

II. THE CLAIM CONSTRUCTION, PROSECUTION HISTORY
ESTOPPEL, AND INEQUITABLE CONDUCT
DETERMINATIONS SHOULD EACH BE MADE
BEFORE TRIAL

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki, Co., Ltd.
("Festo IX") 5 holds that the prosecution history estoppel determination
is a question of law solely for the judge. 6 This is in line with Markman
v. Westview Instruments, Inc. 7 and Gardco Mfg., Inc. v. Herst Lighting
Co.8 which, respectively, reserved claim construction and inequitable
conduct for the judge. 9 However, neither the Supreme Court nor the
Federal Circuit have decreed the timing of any of these determina-
tions. As explained below, the best time for each determination is
before trial.

A. CLAIM CONSTRUCTION GENERALLY OccuRs BEFORE TRIAL

District court judges have employed a variety of formats and pro-
cedures in holding Markman Hearings. For example, the United
States District Court for the Northern District of California, through
its Patent Local Rules, prescribes certain time and substance guide-
lines related to claim construction.1 0 Specifically, these rules dictate

4. 344 F.3d 1359 (Fed. Cir. 2003). The Federal Circuit created a numerical no-
menclature in distinguishing the eight prior Festo decisions (Festo I - VIII). Thus, it is
natural to refer to the most recent decision as Festo 1.

5. 344 F.3d 1359 (Fed. Cir. 2003).
6. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki, Co., Ltd., 344 F.3d 1359,

1367-68 (Fed. Cir. 2003).
7. 517 U.S. 370 (1996) ("Markman II").
8. 820 F.2d 1209 (Fed. Cir. 1987).
9. Markman 11, 517 U.S. at 372, 390-91; Gardco Mfg., Inc., v. Herst Lighting Co.,

820 F.2d 1209, 1212-13 (Fed. Cir. 1987).
10. See Patent Local Rule for the United States District Court for the Northern

District of California, 4-1 et seq. (2001).
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that claim construction occur prior to trial, beginning with an ex-
change of proposed terms and claim elements for construction no later
than sixty-five days after the initial case management conference. 1

Although not every district court has included a Markman Hearing
schedule in its local rules, virtually all Markman Hearings are held
before trial.12

B. THE PROSECUTION HISTORY ESTOPPEL DETERMINATION SHOULD

BE MADE BEFORE TRIAL

An infringement analysis involves two steps: (1) construction of
the words in a patent claim, and (2) comparison of the construed claim
to the accused product.13 While, under Markman, the first step is re-
served solely for the judge, the second step of the infringement analy-
sis is a question of fact for the jury.14 In order to prove infringement,
the patentee must establish the accused product contains every ele-
ment of a claim. 15 The patentee proves literal infringement when
each claim element is found to be literally present. 16

However, there are instances where an element is not literally
present in the accused product, but the differences between the ele-
ment and the product are so insubstantial that fairness requires a
finding of infringement. The doctrine of equivalents permits a finding
of infringement in such a situation. 17

In short, the doctrine of equivalents permits the patentee to ex-
pand the scope of a claim beyond its actual words. However, in the
process of obtaining the patent at the Patent Office, a patentee may

11. See id. at 3-1, 3-3, 4-1.
12. See, e.g., MacNeill Engineering Co. v. Trisport, Ltd., 126 F. Supp. 2d 51, 54 (D.

Mass. 2001) ("It has now become generally accepted that.., the best time to hold the
Markman hearing is at the summary judgment stage of the litigation - at or near the
close of discovery while some time yet remains before trial for the parties to gear up (or
settle) in light of the judge's claim construction."); Loral Fairchild Corp. v. Victor Co. of
Japan, Ltd., 911 F. Supp. 76, 79 (E.D.N.Y. 1996) (Rader, J., sitting by designation)
("With most aspects of trial hinging on [the claim construction] determination . . . a
conscientious court will generally endeavor to make this ruling before trial."); Boehr-
inger Ingelheim Animal Health, Inc. v. Schering-Plough Corp., 984 F. Supp. 239, 245
(D. N.J. 1997) ("Since the Supreme Court decided Markman, many courts have held a
'Markman hearing' before trial in order to construe the claims involved.").

13. See, e.g., Carroll Touch, Inc. v. Electro Mechanical Systems, Inc., 15 F.3d 1573,
1576 (Fed. Cir. 1993); Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed.
Cir. 1995) (en banc) ("Markman 1'), affd, 517 U.S. 370 (1996); Markman 11, 517 U.S. at
384-85; EMI Group North Am., Inc. v. Intel Corp., 157 F.3d 887, 891 (Fed. Cir. 1998).

14. See, e.g., Markman 11, 517 U.S. at 384-85; In re Hayes Microcomputer Products,
Inc. Patent Litigation, 982 F.2d 1527, 1541 (Fed. Cir. 1992); Witco Chemical Corp. v.
Peachtree Doors, Inc., 787 F.2d 1545, 1549 (Fed. Cir. 1986).

15. See Carroll Touch, 15 F.3d at 1576.
16. See Rohm and Haas Co. v. Brotech Corp., 127 F.3d 1089, 1092 (Fed. Cir. 1997).
17. See Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U.S. 17, 24-25

(1997).
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have narrowed the claim from its original scope by distinguishing the
claim from prior art cited during prosecution. In narrowing the claim
scope, the patentee may have effectively admitted that the claims are
not broad enough to cover the accused product. In such a situation,
under the doctrine of prosecution history estoppel, the patentee is not
permitted to expand the scope of the claims. Thus, when prosecution
history estoppel applies to a claim element, the doctrine of equivalents
is not available to prove infringement of that element.

As with the comparison of the literally interpreted claims to the
accused product, the determination of whether a claim element is pre-
sent by the doctrine of equivalents is a question for the jury.' 8 During
the jury trial, both parties will present evidence regarding the similar-
ities (or differences) between the claim element and the accused prod-
uct. Generally, each party will also present testimony by expert
witnesses trained in the technical field at issue regarding the doctrine
of equivalents.

The Court in Festo IX held that it is the judge who decides
whether prosecution history estoppel applies to a claim element and
therefore the judge determines whether a doctrine of equivalents anal-
ysis can proceed. 19 The timing of the judge's prosecution history es-
toppel determination is important in view of the impact that it has on
the evidence regarding the doctrine of equivalents presented at trial.
Generally, there are three time periods in which the prosecution his-
tory estoppel determination can be made: before, during or after trial.
Determining the applicability of prosecution history estoppel before
trial is the most sensible of these options.

If a judge determines that prosecution history estoppel applies to
a claim element, then the jury need not hear any evidence regarding
equivalency of that element because it is not at issue. If the prosecu-
tion history estoppel determination is not made prior to trial, then the
jury will hear evidence relating to both literal infringement and in-
fringement by the doctrine of equivalents, even if the latter becomes
unnecessary by a mid or post-trial judicial determination. The mis-
chief and misunderstanding that could result is manifest.

If the judge decides, mid-trial, that prosecution history estoppel
applies, then it is likely that the jury will hear equivalency evidence
solely from the plaintiff who already has put on its evidence. Because
the issue has been mooted, the defendant will have no need for rebut-
tal and would not present any evidence. Furthermore, in such a situa-
tion, the jury would be expected to compartmentalize the evidence

18. See Warner-Jenkinson, 520 U.S. at 38.
19. Festo IX, 344 F.3d at 1367-68.
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already heard such that its ultimate determination of infringement
does not include the evidence for equivalency.

Moreover, after trial, if the judge were to determine that prosecu-
tion history estoppel applied, then a finding of infringement may be
unfairly reversed. For example, rather than coming to a specific de-
termination regarding literal infringement, the jury may have taken
what appeared to be the safer route and found infringement under the
doctrine of equivalents. The judge's subsequent prosecution history
estoppel determination would reverse such a finding, even though the
jury may well have found literal infringement if it was precluded from
finding infringement under the doctrine of equivalents.

Accordingly, the most logical and sensible time for determining
whether prosecution history estoppel precludes the application of the
doctrine of equivalents is before trial. This timing would allow the
parties to better prepare for trial and ensure that the jury will only
hear evidence it will actually use.

C. THE INEQUITABLE CONDUCT DETERMINATION SHOULD OCCUR

BEFORE TRIAL

In Gardco, the Federal Circuit recognized that a district court has
the ability to try the inequitable conduct issue before trying the in-
fringement and validity issues.20 In the seventeen years since
Gardco, district courts have employed a variety of different methods of
handling inequitable conduct. 2 1 Unlike Markman Hearings, a com-
mon practice has not evolved. As demonstrated below, trying inequi-
table conduct to the judge before a jury trial on infringement and
validity is the best practice.

1. The Potentially Dispositive Nature Of The Issue

Inequitable conduct, if found in a patent litigation, is dispositive
of the case. As such, it is different than claim construction and prose-
cution history estoppel - no matter the result, the latter two issues
do not actually end the litigation.

Although in many cases claim construction is the most important
determination in the litigation, the claim construction determination
by itself cannot resolve the litigation. The interpreted claims must

20. Gardco, 820 F.2d at 1213.
21. See Hebert v. Lisle Corp., 99 F.3d 1109, 1114 (Fed. Cir. 1996) ("There are a

variety of ways in which the district court may choose to handle the issue of inequitable
conduct .... Some courts have reserved the entire issue of inequitable conduct unto
themselves; some have submitted special interrogatories to the jury on the facts of ma-
teriality and intent; and some have instructed the jury to find and weigh the facts of
materiality and intent and decide the ultimate question of inequitable conduct.").

20041 847
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still be compared with the accused product, the prior art and, in cer-
tain cases, the § 112 requirements. Thus, although claim construction
may effectively decide the case (because issues of infringement and
validity are dependent on claim construction), a Markman determina-
tion does not actually resolve the liability issues.

Likewise, the Festo determination, although important, is also not
dispositive. Prosecution history estoppel may lead to a finding of non-
infringement, but it is not, by itself, such a finding. However, when a
patent is found to have been procured through inequitable conduct,
the district court case ends.

2. Inequitable Conduct Requires A Finding Of Materiality And
Intent

Inequitable conduct arises when a patentee breaches its duty to
prosecute its patent application with candor, good faith and honesty.22

Such breaches can include affirmative misrepresentations of material
facts, failure to disclosure material information or submission of false
material information, coupled with an intent to deceive the Patent Of-
fice. 2 3 In short, the accused infringer must establish: (a) that the in-
formation at issue was material, and (b) that the patentee intended to
deceive the Patent Office. Although the evidence presented at an in-
equitable conduct trial (to prove materiality and intent) can be exten-
sive, it is far less than the evidence presented in a full-scale liability
trial.

3. The Inequitable Conduct Determination Should Occur Before
The Jury Trial

In cases where inequitable conduct is alleged, the most efficient
practice is to try the inequitable conduct issues to the judge prior to
trying infringement and validity issues to a jury. The dispositive na-
ture of the inequitable conduct issue, the fact that the determination
is solely for the judge, and the relatively small amount of evidence to
be presented result in an abbreviated but possibly final hearing that
does not require a jury.

A further benefit of such a practice would be to prevent prejudi-
cial material from tainting the jury. Alleging that the patentee in-
tended to deceive the Patent Office through testimony of expert
witnesses is prejudicial to the patentee and is bound to effect the jury.
In view of the fact that it is the judge, not the jury, who has sole re-

22. Molins PLC v. Textron, Inc., 48 F.3d 1172, 1178 (Fed. Cir. 1995).
23. Molins, 48 F.3d at 1178.
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sponsibility for the determination, allowing the jury to hear such prej-
udicial testimony makes little sense.

III. A SENSIBLE SOLUTION: A LONGER, MORE COMPLEX
M-F-G HEARING

As discussed above, the claim construction, prosecution history
estoppel and inequitable conduct determinations should be made
before a jury trial on infringement and validity. In view of the fact
that Federal Circuit precedent mandates that district court judges,
not juries, are responsible for these issues, an extended, more complex
hearing involving all three determinations appears more sensible
than conducting three separate hearings. Another reason favoring a
combined hearing is that these three judicial obligations involve over-
lapping issues and overlapping evidence. Such a hearing would be
longer than a Markman Hearing, but would be far shorter than the
typical patent liability jury trial. Accordingly, a compelling case can
be made for a Markman-Festo-Gardco ("M-F-G") Hearing, wherein the
three issues are determined concurrently.

A. RULE 42(b) PROVIDES THE COURT WITH WIDE DISCRETION

As acknowledged by the Federal Circuit in Gardco Mfg. Inc. v.
Herst Lighting Co.,24 "[u]nder Rule 42(b),25 a district court has broad
discretion in separating issues and claims for trial as part of its wide
discretion in trial management."26 This gives courts the necessary li-
cense to implement the M-F-G Hearing which would, at once, address
the claim construction, prosecution history estoppel and inequitable
conduct issues.

B. THE EVIDENTIARY OVERLAP Is Too SIGNIFICANT To IGNORE

Another reason supporting a M-F-G Hearing is that the claims,
specification, prosecution history, prior art and testimony of expert
witnesses all play a significant role in each determination. The follow-
ing chart identifies the likelihood in each determination that the dis-
trict court will review these five areas of evidence.

24. 820 F.2d 1209 (Fed. Cir. 1987).
25. FED. R. Civ. P. 42(b).
26. Gardco Mfg. Inc. v. Herst Lighting Co., 820 F.2d 1209, 1212 (Fed. Cir. 1987).

20041 849
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PROSECUTION PRIOR EXPERT
CLAIMS SPECIFICATION HISTORY ART TESTIMONY

MARrAN Always Always Highly Likely Possible Possible
FESTO Always Highly Likely Always Always Always

GARDCO Always Possible Always Highly Highly
I I_ _ Likely Likely

1. The Markman Evidence

a. Claims

The claims of a patent are central to a Markman Hearing since
certain claim terms are specifically at issue. The claims are one part
of the "intrinsic evidence" that the judge will look to first in order to
construe the disputed terms.2 7 The intrinsic evidence is "the most sig-
nificant source of the legally operative meaning of disputed claim lan-
guage."28 The court will look to the words of both the asserted and
nonasserted claims to define the scope of the patented invention. 2 9

b. Specification

The specification is another essential component of the "intrinsic
evidence" the judge relies on. The claims must be read in view of the
specification, of which they are a part.30 The judge may use the speci-
fication as a sort of dictionary when it expressly defines the terms
used in the claims or when it defines the terms by implication.3 1 The
specification must also contain a written description of the invention
which is clear and complete enough to enable those of ordinary skill in
the art to make and use it. 3 2 As the Federal Circuit noted in Vitronics
Corp. v. Conceptronic, Inc.,3 3 "[ulsually, [the specification] is disposi-
tive; it is the single best guide to the meaning of a disputed term."34

c. Prosecution History

The third and final component of the "intrinsic evidence" is the
prosecution history. According to Markman, the prosecution history
should be reviewed, if in evidence. 3 5 This statement contemplates

27. Markman v. Westview Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en
banc) ("Markman F"), afftd, 517 U.S. 370 (1996); see also Vitronics Corp. v. Conceptronic,
Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996).

28. Vitronics, 90 F.3d at 1582.
29. Id.
30. Id.
31. Id.; see also Markman I, 52 F.3d at 979.
32. Markman 1, 52 F.3d at 979. See also Vitronics, 90 F.3d at 1582.
33. 90 F.3d 1576 (Fed. Cir. 1996).
34. Vitronics, 90 F.3d at 1582.
35. Markman 1L 52 F.3d at 980.

[Vol. 37
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that it may not be reviewed if neither party submits it as evidence. 36

However, when it is submitted, the prosecution history may contain
express representations made by the patentee regarding the scope of
the claims and thus could be of critical significance in determining the
meaning of the claims. 37

d. Prior Art

The Federal Circuit has repeatedly held that claims are to be con-
strued to preserve their validity. 38 In order to accomplish this objec-
tive, circumstances may arise wherein a court would consider validity
prior to deciding on a final construction of the claim terms.39 Moreo-
ver, prior art may assist in claim construction by providing contempo-
raneous information regarding the term at issue.40

e. Expert Testimony

Expert testimony is one of many possible sources of "extrinsic evi-
dence to assist in claim construction."4 1 While some judges were ini-
tially reluctant to review extrinsic evidence when the meaning of the
patent claim was clear through intrinsic evidence, this is not necessa-
rily true today.4 2 In Pitney Bowes, Inc. v. Hewlett-Packard Co., 43 the
Federal Circuit made clear that there is no prohibition against exam-
ining extrinsic evidence "even when the patent document is itself
clear."44 The Pitney Bowes court added that "it is entirely appropri-
ate, perhaps even preferable, for a court to consult trustworthy extrin-
sic evidence to ensure that the claim construction it is tending to from
the patent file is not inconsistent with clearly expressed, plainly appo-

36. Id. at 979-80.
37. Vitronics, 90 F.3d at 1582.
38. See, e.g., Exxon Research and Engineering Co. v. U.S., 265 F.3d 1371, 1375

(Fed. Cir. 2001); Modine Mfg. Co. v. Int'l Trade Comm'n, 75 F.3d 1545, 1557 (Fed. Cir.
1996); Texas Instruments, Inc. v. Int'l Trade Comm'n, 846 F.2d 1369, 1371-72 (Fed. Cir.
1988); Wang Laboratories, Inc. v. Am. Online, Inc., 197 F.3d 1377, 1383 (Fed. Cir. 1999).

39. Markman 1, 52 F.3d at 980.
40. See, e.g., Arlington Industries, Inc. v. Bridgeport Fittings, Inc., 345 F.3d 1318,

1330 (Fed. Cir. 2003) (". . . prior art references of record in the prosecution history may
be consulted in the process of claim construction for what they indicate about the state
of the prior art").

41. Markman I, 52 F.3d at 980.
42. See Vitronics, 90 F.3d at 1582-83. See also Bell & Howell Document Manage-

ment Products Co. v. Altek Systems, 132 F.3d 701, 705-706 (Fed. Cir. 1997).
43. 182 F.3d 1298 (Fed. Cir. 1999).
44. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1308 (Fed. Cir.

1999). "Vitronics does not set forth any rules regarding the admissibility of expert testi-
mony into evidence .... Certainly, there are no prohibitions in Vitronics on courts
hearing evidence from experts. Rather, Vitronics merely warned courts not to rely on
extrinsic evidence in claim construction to contradict the meaning of claims discernible
from thoughtful examination of. . . the intrinsic evidence." (emphasis in original).
Pitney, 182 F.3d at 1308.
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site, and widely held understandings in the pertinent technical
field."

4 5

2. The Festo Evidence

a. Claims

It is axiomatic in a Festo analysis that the claim element at issue
may not be literally present in the accused devices. Thus, the claim
element itself must be analyzed and compared with the accused de-
vice. Accordingly, the claim language will always be important evi-
dence in a Festo analysis.

b. Specification

One question in a Festo analysis is whether the territory between
the claim language and the equivalent at issue was surrendered in
prosecution. 4 6 This question can be answered by examining the speci-
fication to determine whether it was possible to have described the
equivalent in question at the time that the patent application was ini-
tially filed.4 7

c. Prosecution History

There is little doubt that the prosecution history record is critical
to the Festo analysis.48

d. Prior Art

Prior art is often at the very center of the Festo analysis. In the
most common allegation of prosecution history estoppel, the Patent
Office examiner has rejected a claim in view of prior art and the pat-
entee has narrowed the scope of the claim in response to the rejection.
The judge must necessarily review the prior art reference cited by the
examiner before making the Festo determination. Moreover, the fore-
seeability question (i.e., whether the equivalent in question was fore-
seeable and thus could have been claimed) may require that the judge
review other prior art as well, in order to determine what was known
in the field at the relevant time.4 9

45. Pitney, 182 F.3d at 1309.
46. Festo VII, 535 U.S. at 733-73.
47. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 344 F.3d 1359,

1369 (Fed. Cir. 2003) ("Festo IX").
48. Festo IX, 344 F.3d at 1365.
49. See id. at 1369 ("Indeed, if the alleged equivalent were known in the prior art

in the field of the invention, it certainly should have been foreseeable at the time of the
amendment.").
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e. Expert Testimony

The Federal Circuit made clear that expert testimony has a role
in the Festo analysis.5 0

3. The Inequitable Conduct Evidence

a. Claims

The claims are critical in an inequitable conduct inquiry because
they form the basis for the materiality determination. 51 In order to
determine whether the material threshold has been met, a judge must
compare the claim to the information alleged to be material. Before
performing this task, the judge must determine the scope of the claim.

b. Specification

Because materiality can extend to false statements made inde-
pendent of the claims,5 2 false statements in the specification may also
lead to a finding of inequitable conduct. 5 3

c. Prosecution History

In determining whether the withheld information is "material,"
Rule 56 requires a comparison with the "information already of record
or being made of record in the application."5 4 Thus, the prosecution
history is always reviewed in an inequitable conduct analysis.

d. Prior Art

While materiality is not limited to prior art,5 5 prior art is impor-
tant in the determination when it is alleged that the patentee failed to
disclose it. 5 6

50. See id. ("In determining whether an alleged equivalent would have been un-
foreseeable, a district court may hear expert testimony .... ")

51. See 37 C.F.R. § 1.56 (1992) (referred to as "Rule 56" by patent practitioners).
52. See id. (citing General Electro Music Corp. v. Samick Music Corp., 19 F.3d

1405, 1411 (Fed. Cir. 1994) (finding a false statement that the patentee had conducted a
prior art search to be material) and Rohm & Haas Co. v. Crystal Chem. Co., 722 F.2d
1556, 1571 (Fed. Cir. 1983) ("ITIhere is no room to argue that submission of false affida-
vits is not material.").

53. Hoffinann-La Roche, Inc. v. Promega Corp., 323 F.3d 1354, 1363-67 (Fed. Cir.
2003) (affirming the district court finding that the patentee "committed inequitable con-
duct by erroneously stating that they had performed a particular purification protocol
and had obtained certain results").

54. Molins PLC v. Textron, Inc., 48 F.3d 1172, 1178 n.8 (Fed. Cir. 1995).
55. See Bristol-Myers Squibb Co. v. Rhone-Poulenc Rorer, Inc., 326 F.3d 1226,

1234 (Fed. Cir. 2003).
56. See Molins, 48 F.3d at 1178.
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e. Expert Testimony

Although expert testimony is sometimes necessary to assist the
judge in making the inequitable conduct determination, it is not al-
ways required.5 7

4. The Evidentiary Overlap Is Too Significant To Ignore

In virtually every hearing on claim interpretation, prosecution
history estoppel and inequitable conduct, a district court judge will
(1) analyze the claims, (2) analyze the specification, (3) analyze the
prosecution history, (4) review certain prior art, and (5) listen to testi-
mony from technical and patent law expert witnesses. In view of the
overlap of these difficult tasks, it simply makes no sense to perform
these three analyses in three separate hearings. Instead, it is logical
and sensible to conduct one all-encompassing M-F-G Hearing at which
the parties can provide the judge with their positions on how claims
are to be interpreted, whether prosecution history estoppel applies
and whether the patent was procured through inequitable conduct.

C. ADVANTAGES OF A M-F-G Hearing

A hearing for determining claim construction, prosecution history
estoppel and inequitable conduct would be longer and more complex
than the usual Markman Hearing. However, a M-F-G Hearing would
efficiently accomplish all of the goals set by the Federal Circuit in its
Markman, Festo IX and Gardco precedent.

1. The Judge Must Review Each Issue From The Point Of View Of
The Person Of Ordinary Skill In The Art

Patents are written for the hypothetical person of ordinary skill in
the art.58 However, the person of ordinary skill in the art construct is
too often ignored. It is rare to find a Markman Hearing decision which
establishes a specific person of ordinary skill in the art and explains
the reasons that this person would understand the claim terms to
have a specific meaning.

Because the Festo determination also requires a person of ordi-
nary skill in the art analysis, the district court judge is obligated to

57. See Acoustical Design, Inc. v. Control Electronics Co., 932 F.2d 939, 942 (Fed.
Cir. 1991) (court did not abuse discretion in not admitting expert testimony related to
inequitable conduct); but see, PerSeptive Biosystems, Inc. v. Pharmacia Biotech, Inc.,
225 F.3d 1315, 1327-28 (Fed. Cir. 2000) (Newman, J., dissenting) (regarding expert tes-
timony that was not allowed by the district court: "the patentee can not be deprived of
the right to rebut an inequitable conduct charge by showing lack of materiality") (quot-
ing Allied Colloids Inc. v. American Cyanamid Co., 64 F.3d 1570, 1578 (Fed. Cir. 1995).

58. Markman I, 52 F.3d at 986.
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review prosecution history estoppel from the same point of view as
claim construction. 5 9 Also, while the materiality determination in the
inequitable conduct analysis involves a "reasonable examiner," 60 such
a "reasonable examiner" must apply the person of ordinary skill in the
art analysis in reviewing prior art.6 1 Thus, all three determinations
require the person of ordinary skill in the art analysis. In a M-F-G
Hearing, this hypothetical person will be central to each issue and
thus will receive its proper attention.

2. The Judge Will Be Making Each Determination With Greater
Context Of The Technology And Case Issues

A M-F-G Hearing would permit the judge to make the determina-
tions with a context that is often missing from current Markman
Hearings. In a typical Markman Hearing, the judge is asked to decide
between two competing claim constructions without knowing the
ramifications of the decision. Of course, it is black letter patent law
that the claims are construed in light of the intrinsic evidence. 6 2 But
providing the judge with an understanding of the events that will
transpire after the decision will assist the judge.

Simply put, the more knowledge that a judge has regarding the
real issues in the case, the better the decision will be. For example,
the Festo analysis involves a review of not only the intrinsic evidence,
but also of the allegedly infringing product.6 3 The patentee has devel-
oped its doctrine of equivalents positions in an effort to cover that
product. Thus, in determining whether the scope of the claim element
at issue can be enlarged, the judge must analyze the allegedly infring-
ing product. Such knowledge will broaden the judge's understanding
of the reasons for each party's claim construction positions and permit
a more informed analysis.

Moreover, a M-F-G Hearing would prevent a party from taking
inconsistent positions on different issues. For example, a statement
made about prior art during prosecution may have several effects -
the judge will be able to test each party's positions in claim interpreta-
tion as well as in regards to the effect with respect to prosecution his-
tory estoppel and inequitable conduct.

59. Festo IX, 344 F.3d at 1364, 1369.

60. Molins, 48 F.3d at 1179.
61. See Bristol-Myers, 326 F.3d at 1238-39.
62. See, e.g., Vitronics, 90 F.3d at 1582 ("It is well-settled that, in interpreting an

asserted claim, the court should look first to the intrinsic evidence .... ").
63. Although a process can also be claimed, for simplicity sake, the examples

herein solely concern product claims.
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IV. INTERLOCUTORY APPEALS OF M-F-G HEARINGS MAY
HAVE A BETTER CHANCE OF BEING ACCEPTED BY
THE FEDERAL CIRCUIT

As mentioned above, proceeding to trial after a Markman Hearing
forces the losing party to waste its time and money before it can ap-
peal the Markman decision. The appeal of a M-F-G Hearing, like an
appeal of a Markman Hearing, will be interlocutory (except, of course
when inequitable conduct has been found). Nevertheless, the in-
creased number of determinations in a M-F-G Hearing may increase
the chance that the Federal Circuit will use its discretion and accept
interlocutory appeals from M-F-G Hearings.

A. THE BENEFITS OF INTERLOCUTORY APPEAL OUTWEIGH THE

BURDENS

In the short term, if interlocutory appeals were accepted by the
Federal Circuit, the appellate caseload would certainly increase. This
increased load would require significantly more effort by the Federal
Circuit bench and would probably result in a longer period between
briefing and argument as well as between argument and decision.
However, the long term benefits would outweigh this initial
bottleneck.

If M-F-G Hearings were permitted to be immediately appealed,
then once the case returned to the district court, the parties would
have certainty regarding claim scope, as well as potential infringe-
ment and validity positions. Importantly, the judicial system - the
district court judges, appellate judges and attorneys for both sides -
will have resolved these critical issues before the jury trial. Thus, a
jury would not have to be impaneled, listen to weeks of evidence and
deliberate until the scope of a claim has been finalized. Patent jury
trials will become models of efficiency and will only be appealed in
limited circumstances.

B. INTERLOCUTORY APPEALS FROM Markman Hearing Decisions
Have Been Rejected By The Federal Circuit

Even though "[dieciding the meaning of words used in the patent
is often dispositive of the question of infringement,"64 the Federal Cir-
cuit has consistently rejected interlocutory appeals from Markman
Hearing decisions. 65 The Federal Circuit's general thesis is that an
appeal should not be heard until all of the evidence has been

64. Markman 1, 52 F.3d at 999 (Newman, J., dissenting).
65. See Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448, 1479 (Fed. Cir. 1998)

(en banc) (Newman, J., additional views in which Mayer, C.J., joined).
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presented. 6 6 However, some studies have demonstrated that about
40% of all claim construction determinations are reversed. 6 7 Surely,
this reversal rate results in an enormous waste of money as well as
unfairness to the parties. Some have argued that it is not just good for
judicial economy, but that it is also the responsibility of Federal Cir-
cuit to hear Markman interlocutory appeals.68

The Federal Circuit has cited to its discretionary powers, under
28 U.S.C. § 1292(b), in rejecting interlocutory appeals from Markman
Hearings. 6 9 Of course, interlocutory appeals from M-F-G Hearings
would also depend on the Federal Circuit's discretion. However, the
increased number of determinations, resulting in a more important
appellate decision, may persuade the Federal Circuit to change its
stance.

V. CONCLUSION

Many critics of the current state of patent litigation cite to three
primary problems. These problems are that the current system is
(1) too expensive; (2) too wasteful and (3) results in uncertainty. The
effect of a M-F-G Hearing would be a significant step towards solving
the criticisms.

66. See Cybor, 138 F.3d at 1479.
67. See id. at 1476 & n.4 (Rader, J., dissenting).
68. See, e.g., Craig A. Nard, Process Considerations In The Age of Markman and

Mantras, 2001 U. ILL. L. REV. 355 (2001); TM Patents, L.P. v. IBM, 72 F. Supp. 2d 370,
377 n.1 (S.D.N.Y. 1999) ("Given the frequency with which the Federal Circuit overrules
District Court judges on issues of claim interpretation, such appeals would save millions
of dollars and thousands of hours of trial time based on patent constructions that turn
out to be erroneous"); Kollmorgen Corp. v. Yaskawa Elec. Corp., 147 F. Supp. 2d 464,
467 (W.D. Va. 2001) ("Disturbingly, although the Federal Circuit generally declines in-
terlocutory appeals, when the court dismisses the claim or when parties battle the pat-
ent dispute to trial and then appeal the court's claim interpretation, 'nearly 40 percent
of claims constructions are changed or overturned by the Federal Circuit.'") (citations
omitted).

69. Nard, 2001 U. ILL. L. REV. at n.103.
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